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BPMARKS 

Cairn, Ml- * <*> A "^ taeiH - « U - M ^ ** "* "T^ - 

■nmeOfflce Actio, dated February 27,2004, cUims ..H were rounder 3, 
USC p 12, second paragraph. No prior an rejections were applied- In addmon, a PTO-89 
Usrmg Ave references, four of which were previously submined by Applicant, was mctoded. 

to response to !he February 27, 2004 Office Action, Applicants submined a response 
on July 27, 2004. In the response, claims 1-1 1 were amended to obviate the rejection under 
35 U S C. §1 12, second paragraph. 

In the January 6, 2005 Office Action, claims 1 and 4 were rejected under 35 U.S.C. 
§l 02 t e) over Lai et al. (U.S. Patent 6,671,836) and claim 2 was rejected under 35 U.S.C. 
§l 03(a) over Lai et al. in view of Manning (U.S. Patent 6,032,274). The January 6, 200, 
Office Action included a PTO-892 listing both references. The January 6, 200, Ofhce 
Action on page 7 states that Applicants' Amendment necessitated the new ground of rejection 
presented in the Office Action and that the Action was correspondingly made final. 

The finality of the January 6, 200S Office Action is improper and must be withdrawn. 
MPEP §706.07(a) states: "A second or any subsequent action on the merits in any 
application or patent involved in reexamination proceedings sh ould nor he made final if n 
includes a rejection, ™ ™ ™t of record, of any claims amended to inctude lumtations 
which should reasonably have been expected to be claimed. See MPEP §904 M se q . For 
example, one would reasonably expect that a rejection under 35 U.S.C. §112 for die reason of 
incompleteness would be replied to by an amendment supplying the omitted element. ' 
(Emphasis added.) 

MPEP §2143.03 states: "'A claim limitation which is considered indefinite cannot be 
discarded. If a claim is subject to more than one interpretation, at least one of which would 
render the claim unpatentable over the prior art. the Examiner should reject the claun as 
indefinite under 35 U.S.C. §112, second paragraph (see MPEP §706.03(d)) and should reject 
we claim over the prior an based on the interpretation of the claim that renders the prior art 
applicable." (Emphasis in original.) 

lx is clear from the MPEP sections discussed above that it is PTO policy that in the 
event claims are to be rejected under 35 U.S.C. §1 12, second paragraph, the Examiner should 
reject the claim under 35 U.S.C. § 112, second paragraph and over any prior an that .s 
applicable based on the Examiner'* interpretation. It is also clear from the MPEP sections 
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discussedabovethata^^ 
Ludesarejection,^^ 

reasonably expected - be amended to overcome ^ 7o04 Office 

paragraph. Neither Lai ex al. nor Manning were of record from the February _7, 
L- Be nev, ground, of rejection based on Lai ex ai. and Manning thus were not 

rissitar^^ 

*e finality of the January 6, 2005 Office Action is improper, Apphcants are enutled to entry 
of this Amendment. See MPEP §706.07(e). 

Withdrawal of the finality of the January 6, 2005 Office Action, entry of Ai* 
Amendment and recordation based on the following remarks are respectfully revested. 

Claims 1-3, 8 and 11 were objected to. Claims 1-3 and 8 have been amended m 
accordance with the suggestion of the Office Action. With respect to claim 1 1 . ix is 
respectfully noted that the phrase objected to by the Examiner does not appear in cla.m 1 1 • 
Reconsideration and withdrawal of the objection to the claims are respectfully requeted, 

Claims 1 and 4 were rejected under 35 U.S.C. §102(e) over Lai ex al. The rejection „ 

respectfully traversed. 

Claim I recites a method for compressing output data comprising writing a first data 
having a first number of bits into an address of a core cell region; reading the first data of the 
first number of bit, written into the address as read data having the first number of bits; 
comparing the first data and the read data by dividing each of the first data and the read data 
into an upper port.on having a second number of bits and a lower portion having a remain** 
number of bits; and generating a 1-bit compressed data for each of the upper pomon and the 
lower portion with information indicating weather a failure is present. 

The Office Action on page 4, paragraph number 10, alleges that Lai et al. disclose 
each and every feature of claim 1 in Figure 4A. However, it is respectfully , submitted that Uu 
et al do not disclose or suggest each and every feature of claim 1. 

As discussed above, claim 1 recites comparing the first data and the read data by 
dividing each of the first data and the read data into an upper portion having a second number 
of bits and a lower portion having a remaining number of bits. Lai et al. disdose that the 
parallel read compare logic includes the OR gate 455 and XOR gates 465 and 495 for 
comparing write data to read data. L» et al. do not disclose or suggest dividing each of the 
write data and the read data into upper and lower portions, as recited m claim 1 . 
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a- ,1^* ar surest dividing each of the write data and the read 
As tai et * do not discio>e * ^ * ^ d ^ Lai et „. do n ox 
data into upper and lower portions, « * also ^ 
disclose or suggest generating 1 -bit composed data for each of the upper po 

rr£=rr== =r r= =. 

cotnpatinn the « ». ~> *• - ^ - — *• » -r-f* 

;Z a second number of bit, a data ***** P» * -P- - T*""?* „ 

" " TT— y — disdose or — aa interfcce Par, 

capable of - tolly output** to data pans ft. the data inputfourput par. * a packet fom, 

data through a plurality of data pins. no. serially as recited in churn 4. 

As Lai « a., do no, disdose or surest each and every feature of clam> 4, ., » 
respectfully submmed to Lai et al. do no, present tirim.fi*. case of auncipatton 

Reconsideration and withdrawal of the ruction of ciaints , and 4 over La. et al. are 

*. fir* data and the read dauby dividing each ofthefim data and the read data .into an 
* "POT™, a second numbers and a »«»-««»^ 

of b itsld contpressina a result front the comparing to g ener*e a compressed da. wtth an 
^fcrmarion indicating wheiher a faUure is present. 

•> b is respect Manrung fail. 10 m the dances ^ 

respect to claim h~ ^ ^ ^ ^ poroon ^ 

disclose or suggest dividing each of the mst oaw *w 
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a lower portion and compressing a result frora the comparing to generate a compressed data 
with an information indicating whether a failure * present- Accordingly, even assuming a 
would have been obvious to combine Manning with Lai et al., such a combination would not 
include aU the features of claim 2 and would not present a prima facie case of obviousness. 
Reconsideration and withdrawal of the rejection of claim 2 over Lai et al. in view of 

Manning are respectfully requested. 

Applicants appreciates the indication that claims 3 and 5-9 define patentable subject 

matter and that claims 10 and U are allowable. 

Ml objections and rejections having been addressed, it is respectfully submitted that 
the present application is in a condition for allowance, and a Notice to that effect is earnestly 
solicited. Should further issues require resolution prior to allowance, the Exammer ts 
respectfully requested to telephone the undersigned. 

The Commissioner is authorized v> charge any fees or credit any overpayment 
applicable to this filing to Deposit Account 03-3975, control number 082118/0274477. 

Respectfully submitted, 
PILLSBURY JBWNTHROP LLP 





'JOHN P. DARLING 
Reg. No. 44482 
Tel. No. (703)905-2045 
Fax No. (703)905-2500 



Pate: March 4, 2005 

P.O. Box 10500 
McLean, VA 22102 
(703) 905-2000 
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